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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
AUTODESK, INC.,  
 

Petitioner, 
 

v. 
 
3D SYSTEMS, INC., 
 

Respondent. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
 
 
 

 
 

PETITIONER’S MOTION TO COMPEL DISCOVERY  

Autodesk, Inc. (“Petitioner”) moves pursuant to TBMP § 523 to compel 3D Systems, Inc. 

(“Respondent”) to:  (1) produce all relevant documents in response to Petitioner’s Requests for 

Production; (2) fully respond to Petitioner’s Interrogatories; (3) supplement or amend its written 

responses to Petitioner’s Requests for Production and Petitioner’s Interrogatories; and (4) 

provide a privilege log. 
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INTRODUCTION 

Petitioner has filed a petition to cancel Registration No. 4,125,612 (the “Registration”) on 

the basis that it is likely to cause consumer confusion with respect to Petitioner’s 3DS MAX 

mark, which it has been using since at least as early as 2001 and for which it holds a prior federal 

registration (Registration No. 2,733,869).  The approaching discovery cut-off is August 27, 2014, 

and Petitioner needs a meaningful document production, complete interrogatory responses, and a 

privilege log from Respondent before it proceeds with depositions of Respondent and possibly 

others.  Petitioner intends then promptly to move forward to the parties’ trial testimony periods.   

I. BACKGROUND 

Petitioner has asserted that the Registration is likely to cause confusion.  Accordingly, 

any information bearing on the du Pont likelihood of confusion analysis is essential to this 

proceeding.  See generally In re E. I. du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 

563 (CCPA 1973).  This information includes, but is not limited to, information and documents 

relating to: (1) the similarity or dissimilarity of the marks in their entireties as to appearance, 

sound, connotation and commercial impressions; (2) the scope and nature of the parties’ goods or 

services; (3) the similarity of the parties’ trade channels; (4) purchasing conditions; (5) the 

variety of goods on which the disputed mark is used; and (6) any other established fact probative 

of the effect of use. 

Respondent’s Registration consists of the literal element “3DS” together with a cube 

design element.1  Because of the prominent “3DS” element, the mark that is the subject of the 

Registration bears a strong similarity to Petitioner’s previously registered 3DS MAX mark; 

indeed, the key feature of both marks is the literal element “3DS.”  For that reason, Respondent’s 

general use of “3DS” is highly relevant to this proceeding; it sheds light on key factors in the 

likelihood of confusion analysis. 

                                                 
1 Respondent has disclaimed “3D” but not “3DS.” 
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By way of background, Petitioner is the world’s leading design software and services 

provider for the building, manufacturing, infrastructure, and media and entertainment industries.  

See Brannen Decl., Ex.1 at ¶ 1.  Petitioner’s 3DS MAX software provides three-dimensional 

(“3D”) modeling, animation and rendering solutions that enable game developers, design 

visualization professionals and visual effects artists to digitally create realistic images, 

animations and complex scenes and to digitally communicate abstract or complex mechanical, 

architectural, engineering and construction concepts.  Brannen Decl., Ex. 2 at 7.  The 3DS MAX 

software has long been identified as a core, “flagship” product line for Petitioner.  The 3DS 

MAX software is also a key component of Petitioner’s various software suites (collections of 

different software offerings).  Id. at 13.    

Significantly, Petitioner also develops products and services in the area of so-called “3D 

printing,” the focus of Respondent’s business.  Brannen Decl., Ex. 3.  Petitioner has identified 

Respondent as a direct competitor.  Brannen Decl., Ex. 4.  According to Respondent’s website:   
 
[Respondent] is a leading provider of 3D printing centric design-to-manufacturing 
solutions . . . .  The company also provides integrated 3D scan-based design, 
freeform modeling and inspection tools and an integrated 3D planning and 
printing digital thread . . . .  Its products and services replace and complement 
traditional methods and reduce the time and cost of designing new products by 
printing real parts directly from digital input.  These solutions are used to rapidly 
design, create, communicate, prototype or produce functional parts and 
assemblies, empowering customers to manufacture the future.   

Brannen Decl., Ex. 5. 

The Registration at issue covers, among other things, “computer software for use in 

designing three-dimensional objects.”  The mark that is the subject of the Registration is 

apparently used by Respondent as a house mark, to promote many, if not all, of Respondent’s 

products generally.  For example, the registered mark is prominently displayed at the top of 

Respondent’s website.  Id.  Thus, the Registration is presumably intended to cover the breadth of 

Respondent’s business and consumers are likely to associate the mark that is the subject of the 

Registration with Respondent generally, not just with a particular product or piece of 

Respondent’s business. 
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II. PROCEDURAL POSTURE 

The parties have each propounded and responded to discovery, including, but not limited 

to, Petitioner’s Requests for Production (Brannen Decl., Ex. 6), and Petitioner’s Interrogatories 

(Brannen Decl., Ex. 7) (together, “Petitioner’s Discovery Requests”), which form the basis for 

this motion.   

Respondent has made a single production of 507 documents.  Such production appears 

non-responsive to the majority of Petitioner’s document requests, appears to include only a few 

internal business documents, and appears generally to be attorney-generated, rather than a 

genuine and thorough production based on a collection of documents from Respondent itself.  

Review of these documents strongly suggests that Respondent has failed to undertake a diligent 

search for all responsive records as required under the TBMP.   

On March 28, 2014, Petitioner sent a detailed letter to Respondent identifying numerous 

areas of deficiency in Respondent’s responses to Petitioner’s Discovery Requests.  Brannen 

Decl., Ex. 8.  The parties met and conferred about these and other discovery issues on May 2, 

2014 and May 5, 2014.  On June 18, 2014, Petitioner sent to Respondent a follow-up letter, 

identifying outstanding deficiencies with respect to Respondent’s discovery responses, including 

the following: 
 
 Respondent has drastically and unilaterally limited Petitioner’s discovery by 

improperly objecting to key definitions contained in Petitioner’s Discovery Requests.  
Specifically, Respondent’s Objection Nos. 8 and 9—which purport to limit discovery 
to only the 3DS & Design mark that is the subject of the Registration—have severely 
curtailed Petitioner’s discovery to date. 
 

 Respondent has adopted the position that business plans—including specifically 
“plans to promote or expand awareness of the mark 3DS” and “marketing plans [or] 
projections . . . relating to the sale, proposed sale, rendering or proposed rendering of 
any 3DS Product or Service”—are not relevant to this dispute, and has accordingly 
refused to produce any documents relating to business or marketing plans that have 
not been implemented.  This affects Interrogatory No. 14 and Requests for Production 
Nos. 9 and 12. 
 

 Respondent has refused to answer Interrogatory No. 17, which seeks information 
concerning studies, tests, ratings, or surveys related to the quality of 3DS Products or 
Services.  Respondent claims that the issue of quality is not relevant to a likelihood of 
confusion claim. 
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 Respondent has refused to provide key, highly relevant information regarding when 
and how it first became aware of Petitioner and its use of the 3DS MAX mark.  
Respondent essentially provided no answer to Respondent’s Interrogatory No. 27, 
which requests this information (stating merely that “Respondent generally has been 
aware of Petitioner for many years”), and has categorically refused to supplement 
such answer. 
 

 Respondent has refused to provide information or produce documents relating to a 
key aspect of its decision to adopt the mark that is the subject of the Registration.  
Namely, Respondent has refused to respond fully to Interrogatory No. 15 by declining 
to identify marks considered as possible alternatives in the process of selecting the 
mark 3DS, and has refused to respond fully to Request for Production No. 22 by 
refusing to produce documents pertaining to such marks. 
 

 Respondent has refused to produce any documents whatsoever in response to 
Petitioner’s Request for Production No. 25, which requests all documents relating to 
internal communications, other than with Respondent’s legal counsel, concerning the 
mark 3DS. 
 

Brannen Decl., Ex. 9. 

III. PETITIONER HAS ENGAGED IN MEET-AND-CONFER EFFORTS 

Petitioner has sent Respondent extremely detailed letters—the first on March 28, 2014 

and the second on June 18, 2014—that highlight the deficiencies of Respondent’s responses and 

objections and the impermissibility of the limitations on discovery unilaterally imposed by 

Respondent.  See Brannen Decl., Ex. 8 and Ex. 9.  The parties also met and conferred via 

telephone to discuss this discovery on May 2 and May 5, 2014.  Such efforts notwithstanding, 

the parties have not been able to resolve these issues and Respondent has not provided the 

requested information and documents.2    

In sum, the discovery cutoff looms (August 27, 2014), and therefore Petitioner cannot 

continue to wait for a response to its latest letter or wait for Respondent to provide additional 

documents and amended discovery responses.3  This motion should thus be granted in its 

entirety.   

                                                 
2 Petitioner did not previously raise the absence of a privilege log but is, in the interest of 

judicial economy, incorporating this issue in this motion as well. 

3 The Board indicated in its latest order dated April 12, 2014 that “As a final matter, the 
Board finds that it has provided the parties ample time to complete discovery in this matter, 
including the extension of time provided by this order.  Accordingly, the Board will not entertain 
any further requests to extend the close of discovery whether consented to or not.”  Petitioner 
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ARGUMENT 
 

IV. RESPONDENT’S UNILATERAL LIMITATION ON DISCOVERY IS 
IMPROPER AND INEQUITABLE 

With respect to discovery as a general matter, it is a fundamental tenet under the TBMP 

and Federal Rules of Civil Procedure that “[p]arties may obtain discovery regarding any 

nonprivileged matter that is relevant to any party's claim or defense . . . .”  TBMP § 402.01, 

(citing Fed. R. Civ. Pro. 26(b)(1)).  While it is true that in certain circumstances, discovery may 

be limited to the specific marks or goods at issue, such limitation does not apply where “the 

information that a party sells the same goods or services as the propounding party, even if under 

a different mark, is relevant to the issue of likelihood of confusion for purposes of establishing 

the relationship between the goods or services of the parties.”  TBMP § 414(11); see also TBC 

Corp. v. Grand Prix Ltd., 16  USPQ2d 1399, 1400 (TTAB 1990) (“[W]here the goods of the 

parties differ, information from which it may be learned whether the parties market some goods 

of the same type is relevant to establishing the relationship between the goods of the parties.  

This information may lead to the discovery and introduction of admissible evidence concerning 

likelihood of confusion.”).  The issue here is whether Respondent’s use of other 3DS-related 

marks is relevant such that it should be discoverable, as Respondent has refused to provide such 

documents or information. 

As an initial matter, there is no question that Respondent uses other 3DS-related marks.  

For example, prominently displayed at the top of Respondent’s website is the following mark:  

The “3DS” combination is emphasized in bold by Respondent.  Similarly, it appears that in many 

marketing materials, Respondent uses the following:   

                                                                                                                                                             
respectfully suggests that Registrant’s unwillingness to honor its discovery obligations is good 
cause for the brief extension requested by Petitioner below. 
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Again, the “3DS” combination is emphasized in bold by Respondent.  Such marks clearly reflect 

an emphasis on the character grouping “3DS” in particular, even while Respondent is formally 

named 3D Systems.  Additionally, it appears that Respondent elsewhere makes use of the 3DS 

word mark, with no design elements such as the one in the Registration. 

The relevance of such 3DS-related marks to this dispute is further evidenced by 

Respondent’s own discovery requests.  Respondent itself has demanded discovery of marks of 

Petitioner that are not even alleged in the Petition.  For example, in interrogatories propounded 

by Respondent on Petitioner, it demanded information pertaining to the earliest date that 

Petitioner commenced use of “any mark containing the term ‘3DS’ in commerce . . . .”  

Similarly, it has requested: 
 
 “Any and all documents and things reflecting or referring, in whole or in part, to 

[Petitioner’s] decision to adopt a trademark, trade name and/or service mark 
containing (a) the term ‘3DS’ . . . .”   
 

 “All documents and things referring or relating to any applications by Autodesk to 
register trademarks containing the term ‘3DS’ . . . .”  
 

 “All documents and things referring or relating to the application for, issuance, use or 
licensing or enforcement of, or challenges to, any trademark registrations containing 
the term ‘3DS’ . . . .”  
 

 “All documents and things referring or relating to any use of trademarks or trade 
names containing the term ‘3DS’ by any person or entity other than Petitioner and 
Respondent.” 
 

 “Any and all documents and things dated prior to January 22, 2001 concerning, in 
whole or in part, the advertisement, promotion, offering for sale, or marketing of 
products or services by or on behalf of Autodesk and its Licensees, in connection 
with which any mark containing the term ‘3DS’ was used.” 
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 “All documents and things referring or relating to any agreement, either written or 
oral, concerning any use or non-use of . . . any trademark, trade name or other 
designation containing the term ‘3DS.’”   

Brannen Decl., Ex.10.   

Strikingly, at the same time, Respondent has unilaterally limited Petitioner’s discovery to 

only the specific 3DS & Design mark that is the subject of U.S. Reg. No. 4,125,612.4  For ease of 

reference, we excerpt Petitioner’s definitions and Respondent’s objections below, pursuant to 

which Respondent refuses to produce the very same kinds of documents that it demands from 

Petitioner: 

Petitioner’s Definitions: 
 
The term “3DS,” “the mark 3DS,” or “the 3DS mark” means any word, name, symbol or 
device or other designation of origin incorporating the letter string 3DS, or its phonetic 
equivalent as well as any domain name incorporating the letter string 3DS.  This 
definition includes but is not limited to the trademark in United States Patent and 
Trademark Office . . . Registration No. 4,125,612 for the mark 3DS AND DESIGN. 
 
The term “3DS Product or Service” means any product or service offered for sale, offered 
for distribution, sold, distributed, advertised, marketed, or promoted in the U.S.—by you 
or by your licensees—in connection with the mark 3DS.   
 
Respondent’s Objection Nos. 8 and 9: 
 
When answering Petitioner’s interrogatories, and unless otherwise noted, Respondent 
will respond only with respect to the mark subject to this proceeding, namely 3DS & 
Design mark shown below: 

 
Similarly, Petitioner’s definition of the terms “3DS,” “the mark 3DS,” and “the 3DS 
mark” to include marks other than the mark subject to this proceeding is overly broad, 
vague and ambiguous, unduly burdensome, and neither relevant nor reasonably 
calculated to lead to the discovery of admissible evidence.   
 

                                                 
4 As Petitioner has pointed out to Respondent, “to the extent Respondent has concerns 

regarding trade secrets or confidential information, such concerns are addressed by the operative 
Protective Order and provide no basis for refusing to produce these highly relevant documents.”  
Brannen Decl., Ex. 8 at 3.    
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Respondent similarly objects to the definition of the term “3DS Product or Services” as 
overly broad, vague and ambiguous, unduly burdensome, and neither relevant nor 
reasonably calculated to lead to the discovery of admissible evidence, by referring:  (a) to 
products and services offered and sold in conjunction with “the mark 3DS,” and (b) to the 
extent the interrogatory calls for the provision of information or the production of 
materials in the possession, custody or control by those other than Respondent, such as 
“licensees.” 

Brannen Decl., Ex. 11 at Objections 8-9.  As a result of these objections, Respondent has refused 

to respond (or respond completely) to numerous Interrogatories and Requests for Production.  

This fundamental disagreement infects nearly every single Discovery Request propounded by 

Petitioner.5  As explained below, Respondent’s position is misplaced for at least two 

fundamental reasons.   

First, discovery of Respondent’s use of “3DS” beyond the specific mark in the 

Registration is key to understanding the likelihood of confusion because it will shed important 

light on the full scope of goods and services promoted by Respondent under its 3DS-related 

marks generally.  See TBMP § 414(11) (where parties sell similar goods and services, discovery 

of other marks informs understanding of range of business and thus is relevant to likelihood of 

confusion); see also Brannen Decl., Ex. 1 at ¶¶ 20-21.  Indeed, as set forth above, Respondent 

has sought such information in its own discovery demands served on Petitioner.  

Second, Respondent has explicitly refused to limit its own defense of this matter to the 

design mark that is the subject of the Registration.  Brannen Decl., Ex. 9 at 4.  Specifically, this 

means that while on the one hand Respondent refuses to provide any information or documents 

pertaining to its other 3DS marks, on the other hand it reserves its rights to raise such other 

marks in connection with its defenses, such as waiver, estoppel, unclean hands and/or 

acquiesence.  Brannen Decl., Ex. 12.  Respondent, for example, reserves its right to argue that 

“3DS” is an abbreviation of its business name that it has used for years, allegedly without 

                                                 
5 Although Respondent asserts several grounds in these objections, the primary disagreement 

between the parties distills down to the issue of relevancy.  However, it should be noted that 
Petitioner’s definitions are obviously not “vague and ambiguous,” as Respondent clearly 
understood when so objecting that they are intended to encompass all 3DS marks, beyond just 
the specific mark that is the direct subject of this proceeding.  Brannen Decl., Ex. 11 at 
Objections 8-9.    
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confusion.  See Brannen Decl., Ex. 9.  This alone renders such marks relevant to discovery of 

Respondent’s affirmative defenses. 

In sum, Respondent’s refusal to provide Petitioner with any discovery pertaining to 3DS-

related marks generally is improper.  Absent intervention by the Board, Petitioner stands to 

receive discovery of only a small fraction of the documents that are relevant to this case.  

Accordingly, Respondent should be ordered to: (1) produce all documents responsive to 

Petitioner’s definitions for all affected document requests; and (2) revise its interrogatory 

responses to encompass the clear and unambiguous definitions provided to it by Petitioner.   

V. RESPONDENT’S DOCUMENT PRODUCTION IS INSUFFICIENT  

Even putting aside Respondent’s express limitations on discovery, its production to date 

has been insufficient.  Respondent has made a single production of 507 documents in response to 

Petitioner’s 49 document requests.  Of those documents, the majority appear to be attorney-

generated printouts from the Internet or other public domain sources.  For example, it appears 

that less than 20 documents consist of emails of Respondent.  And within even those emails, 

almost all appear to reflect relatively non-substantive communications within very limited 

timeframes.6  Indeed, the timeframe for production of emails appears to be limited to 2011 – 

2013, even while Respondent claims to have invented 3D printing and commercialized it in 

1989, and has ostensibly been in business since at least that time.  Brannen Decl., Ex. 13.  

Petitioner’s registered mark was first used in 2001.   

The lack of relevant responsive documents produced by Respondent calls into question 

the reasonableness of its search for responsive documents in general.  See TBMP § 408.02 (“A 

party served with a request for discovery has a duty to thoroughly search its records for all 

information properly sought in the request . . . .); see also Bison Corp. v. Perfecta Chemie B.V., 4 

USPQ2d 1718, 1720 (TTAB 1987) (noting that “[e]ach party has an obligation to thoroughly 

                                                 
6 For example, it appears that approximately four emails date to 2012, and one email to 2011. 
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check its records in order to provide the requested discovery . . .” and excluding responsive 

documents not produced in discovery where no thorough investigation was made to find them).   

Given the paucity of responsive documents produced by Respondent, Petitioner can only 

conclude that Respondent has not conducted a thorough search or collection of its records for 

responsive documents.  At a minimum, Respondent should be required to certify that it has 

produced all responsive documents, and any responsive documents not included in its production 

should be excluded from this proceeding.  

VI. OTHER DISPUTED DISCOVERY ISSUES 

Respondent’s refusal to provide specific information and documents in several relevant 

categories is similarly unfounded.  In particular: 

1. Respondent’s position that its plans regarding the 3DS mark—namely, 

promotional, marketing, or business plans—are not relevant to this proceeding is wholly without 

merit.  A party’s business plans shed light on the proximity or overlap of the parties’ businesses 

and the potential for commercial conflict.  See TBMP § 414(8) (“A party’s plans for expansion 

may be discoverable under protective order.”); see also Johnston Pump/Gen. Valve Inc. v. 

Chromalloy American Corp., 10 USPQ2d 1671, 1675 (TTAB 1988) (opposer’s intent to expand 

business to include manufactured products similar to applicant’s is relevant).  This is true 

irrespective of whether the plans later come to fruition.   

2. Respondent’s refusal to supply key information and documents pertaining to its 

selection of the mark in the Registration is baseless.  Its selection of the mark that is the subject 

of the Registration, including what other marks it considered in that process, speaks to 

Respondent’s intent in selecting the mark.  It is well-accepted that Respondent’s intent is a 

relevant factor in the likelihood of confusion analysis.  E.g., L.C. Licensing Inc. v. Berman, 86 

USPQ2d 1883, 1890-91 (TTAB 2008) (noting that applicant’s bad faith is strong evidence of 

likelihood of confusion); Lever Bros. Co. v. Riodela Chem. Co., 41 F.2d 408, 5 USPQ 152, 154-

155 (CCPA 1930); 4 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR 

COMPETITION § 23:110 (“It is well established that an intent of the alleged infringer to gain 
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through confusing customers or others is relevant to the issue of likelihood of confusion.”); see 

also In re E. I. du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973) 

(any fact probative of the effect of use is relevant to determining likelihood of confusion).  It is 

often stated by courts that a party has a multitude of possible marks available for adoption and 

use, and therefore there is no excuse for a party adopting a mark likely to cause confusion with 

those already in use by others; evidence that Respondent has done so weighs in favor of 

likelihood of confusion.  E.g., Planters Nut & Chocolate Co. v. Crown Nut Co., 305 F.2d 916, 

924-25, 134 USPQ 504, 511 (CCPA 1979); Carlisle Chem. Works, Inc. v. Hardman & Holden 

Ltd., 434 F.2d 1403, 1406-07, 168 USPQ 110, 113 (CCPA 1970); Skelly Oil Co. v. Powerine 

Co., 86 F.2d 752, 754, 24 CCPA 790, 794 (CCPA 1936) (“A vast field of words, phrases and 

symbols is open to one who wishes to select a trade-mark to distinguish his product from that of 

another. . . . As between a newcomer and one who by honest dealing has won favor with the 

public, doubts are always resolved against the former.”).   

3. Respondent’s claim that the quality of the goods or services offered under the 

3DS mark is irrelevant is meritless.  Among other things, the quality of the goods and services 

offered under the 3DS mark sheds light on the relationship between the parties’ goods and 

businesses and how consumers perceive Respondent and the goods and services it offers under 

the 3DS mark; therefore it unquestionably is a “fact probative of the effect of use.”  Cf. In re E. I. 

du Pont de Nemours and Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973).        

4. Respondent’s refusal to provide information regarding how and when it first 

became aware of Petitioner and its use of the 3DS mark is also highly relevant to this proceeding.  

As with information regarding the mark selection process, it goes to Respondent’s intent in 

selecting the mark that is the subject of the Registration, which, as discussed above, is highly 

relevant to the likelihood of confusion analysis.  See, e.g., Dan Robbins & Assocs., Inc. v. 

Questcor Corp., 599 F.2d 1009, 1013, 202 USPQ 100, 104-05 (CCPA 1979). 

5. Respondent’s refusal to produce documents relating to internal communications 

concerning the mark 3DS is tantamount to a statement that it will not produce anything that is 
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not publicly available or public-facing concerning the mark at issue.  Such documents could 

include documents relating to concerns about confusion with Petitioner, Respondent’s awareness 

of Petitioner’s superior rights and knowledge that it was infringing on such rights by using and 

registering the mark at issue, and so on.   

Accordingly, Respondent should be ordered to: (1) provide substantive interrogatory 

responses, in full, to Interrogatory Nos. 14, 15, 17, and 27; and (2) produce all documents 

responsive to Request Nos. 9, 12, 22, and 25. 

VII. RESPONDENT MUST SUPPLEMENT ITS DISCOVERY RESPONSES 

As a result of the parties’ meet-and-confer efforts in early May, Respondent agreed that 

several of its responses to Petitioner’s Discovery Requests were incomplete and required 

supplementation or amendment.  See TBMP § 408.03 (party must supplement its responses to 

interrogatories and requests for production if it learns  that such responses were incomplete or 

incorrect in some material respect, and if such information has not otherwise been made known 

to the other parties during the discovery process or in writing).  Accordingly, Respondent agreed 

to provide amended responses to certain requests and interrogatories in order to clarify or 

supplement its original responses, including with respect to Interrogatory Nos. 1, 3, 4, 5, 9, 12, 

22, and 24 and Requests for Production Nos. 1, 15, 18, 23-24, and 27-32.   

To date, Respondent has not provided any amended responses or otherwise complied 

with this commitment.  Accordingly, Respondent should be ordered to provide amended written 

responses to Petitioner’s Discovery requests in order to provide the agreed-upon supplemental 

information and clarifications. 

VIII. RESPONDENT SHOULD PROVIDE A PRIVILEGE LOG 

Finally, although Respondent objected to all requests for production to the extent they 

“seek[] documents protected by the attorney client privilege or the attorney work product 

doctrine,” and specifically objected to numerous document requests (Nos. 22, 23, 27, 28-30, 33-

49) on such grounds, Brannen Decl., Ex. 14, Respondent has not produced a privilege log to 

petitioner, in violation of its duties under the Federal Rules of Civil Procedure.  Fed. R. Civ. P. 



 -13- 6537109 

26(b)(5)(A); Red Wing Co. v. J.M. Smucker Co., 59 USPQ2d 1861, 1864 n.5 (TTAB 2001) 

(“[A]s provided for in Fed. R. Civ. P. 26(b)(5), a party making a claim of privilege must do so 

expressly and otherwise describe the nature of the documents, communications, or things not 

produced or disclosed in a manner enabling the other party to assess the applicability of the claim 

of privilege . . . .”).  Petitioner requires a privilege log to assess Respondent’s numerous 

assertions of privilege, in particular given the lack of responsive documents produced in general 

to date.  Respondent should be ordered to provide a privilege log; if not provided, privilege 

should be deemed waived and all documents so withheld ordered produced.  

CONCLUSION 

For the reasons stated above, Petitioner respectfully requests that the Board grant this 

Motion in entirety.  Pursuant to TBMP 510.03(a), Petitioner submits that this proceeding should 

be suspended pending the disposition of this Motion.  Finally, Petitioner further requests that 

upon disposition of this Motion, the Board reset and extend pre-trial deadlines by 60 days from 

the date of its Order so that Respondent can promptly make a supplemental document production 

and supplement its interrogatory responses and so that Petitioner may then conduct depositions 

with the benefit of such discovery. 
 
Dated:  August 7, 2014 WILSON SONSINI GOODRICH & ROSATI 

Professional Corporation 
 
 
 
By:   

John L. Slafsky 
Luke A. Liss 
Stephanie S. Brannen 
Wilson Sonsini Goodrich & Rosati 
650 Page Mill Road 
Palo Alto, California  94304-1050 
Tel: (650) 493-9300 
Fax: (650) 493-6811 
trademarks@wsgr.com 
 
Attorneys for Petitioner 
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products and services to customers who design, build, manage or own building, manufacturing and infrastructure projects. In addition to software
products, the PSEB, AEC and MFG segments offer a range of services, including consulting, support and training, largely dedicated to enhancing
our ability to sell licenses and maintenance subscriptions to our software products. Our M&E segment derives revenue from the sale of licenses of
software products to creative professionals, post-production facilities, and broadcasters for a variety of applications, including feature films,
television programs, commercials, music and corporate videos, interactive game production, web design and interactive web streaming. In addition,
our animation products produced by our M&E segment are often used by customers of products from our other segments for the visualization of
their designs.

The principal products and services of these segments include the following:

• Flagship products, which accounted for approximately 56% of our net revenue in fiscal 2013, are our core standalone horizontal, vertical
and model-based design products including AutoCAD, AutoCAD LT, AutoCAD Mechanical, AutoCAD Civil 3D, AutoCAD Map,
AutoCAD Architecture, Maya and 3ds Max.

• Suites, which accounted for approximately 30% of our net revenue in fiscal 2013, are a combination of products that target a specific user
objective (product design, building design, etc.) and support a set of workflows for that objective, including Autodesk Product Design
Suites, Autodesk Building Design Suites, Autodesk Educational/academic Suites, Autodesk Infrastructure Design Suites and AutoCAD
Design Suites.

• New and Adjacent products, which accounted for approximately 15% of our net revenue in fiscal 2013, are new product offerings as well
as products that are not considered flagship or suites including Autodesk Creative Finishing products, Autodesk Moldflow products and
Autodesk Vault.

Corporate Information

We were incorporated in California in April 1982 and were reincorporated in Delaware in May 1994. Our principal executive office is located at
111 McInnis Parkway, San Rafael, California 94903, and the telephone number at that address is (415) 507-5000. Our internet address is
www.autodesk.com. The information posted on our website is not incorporated into this Annual Report on Form 10-K. Our Annual Report on Form
10-K, Quarterly Reports on Form 10-Q, Current Reports on Form 8-K and amendments to reports filed or furnished pursuant to Sections 13(a) and
15(d) of the Securities Exchange Act of 1934, as amended, are available free of charge on the Investor Relations portion of our web site at
www.autodesk.com as soon as reasonably practicable after we electronically file such material with, or furnish it to, the SEC. The public may also
read and copy any material we file with the SEC at the SEC's Public Reference Room at 100 F Street N.E. Washington, D.C. 20549. The public may
obtain information on the operation of the Public Reference Room by calling the SEC at 1 (800) SEC-0330.

PRODUCTS

The principal product offerings from Autodesk’s different segments are as follows:

PSEB

Our PSEB segment includes our design product, AutoCAD. Our AutoCAD product is a platform product that underpins our design product
offerings for all the industries we serve. For example, our AEC and MFG segments offer tailored versions of AutoCAD software for the industries
they serve. Our AutoCAD product also provides a platform for our developer partners to build custom solutions for a range of diverse design-
oriented markets. PSEB's revenue primarily includes revenue from sales of licenses of our design products, AutoCAD and AutoCAD LT, as well as
the Autodesk Design Suite and many other design and consumer products. The segment’s principal product offerings included the following
during fiscal 2013:

• AutoCAD

AutoCAD software, which is our largest revenue-generating product, is a customizable and extensible computer-aided design (CAD)
application for professional design, drafting, detailing and visualization. AutoCAD software provides digital tools that can be used independently
and in conjunction with other specific applications in fields ranging from construction to manufacturing, civil engineering and process plant design.

• AutoCAD LT

AutoCAD LT software is purpose built for professional drafting and detailing. AutoCAD LT includes document sharing

 5  
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capability without the need for software customization or certain advanced functionality found in our AutoCAD product. Users can share all
design data with team members who use our AutoCAD product or other Autodesk products built on AutoCAD. AutoCAD LT software is our
second largest revenue-generating product.

AEC

Our AEC software products help to improve the way building, civil infrastructure, process plant and construction projects are designed, built
and managed. A broad portfolio of solutions enables greater efficiency, accuracy and sustainability across the entire project lifecycle. Our AEC
solutions include advanced technology for building information modeling (“BIM”), AutoCADbased design and documentation productivity
software, sustainable design analysis applications, collaboration and project management solutions. BIM, an integrated process for building and
infrastructure design, analysis, documentation and construction, uses consistent, coordinated information to improve communication and
collaboration between the extended project team. AEC provides a comprehensive portfolio of BIM solutions that help customers deliver projects
faster and more economically, while minimizing environmental impact. The segment’s principal product offerings included the following during
fiscal 2013:

• Autodesk Building Design Suites
 

Autodesk Building Design Suites ("BDS") give the power of BIM or CAD, with tools for modeling, visualization, and documentation. With a
comprehensive set of tools, BDS gives customers the ability to manage all phases of design and construction. Three editions of BDS are available
to meet each customer's particular business needs and offers the depth and breadth of the Autodesk portfolio.

• Autodesk Revit

Purpose-built for BIM, the Autodesk Revit products collect information about a building project and allow this information to be coordinated
across all other representations of the project, so that every drawing sheet, 2D and 3D view and schedule is based on internally consistent and
complete information from the same underlying building database. The Autodesk Revit products, including AutoCAD Revit Architecture Suite,
AutoCAD Revit MEP Suite and AutoCAD Revit Structure Suite, provide an intuitive, sophisticated, model-based design and documentation
system for architects; mechanical, electrical and plumbing ("MEP") engineers; structural engineers; design-build teams; and other design and
building industry professionals.

• AutoCAD Civil 3D

AutoCAD Civil 3D products provide a surveying, design, analysis, and documentation solution for civil engineering, including land
development, transportation, and environmental projects. Using a model-centric approach that automatically updates documentation as design
changes are made, AutoCAD Civil 3D products enable civil engineers, designers, drafters, and surveyors to significantly boost productivity and
deliver higher-quality designs and construction documentation faster. With AutoCAD Civil 3D products, the entire project team works from the
same consistent, up-to-date model so they stay coordinated throughout all project phases.

• AutoCAD Map 3D

AutoCAD Map 3D software provides direct access to data needed for infrastructure planning, design and management activities. AutoCAD
Map 3D software helps professionals working on transportation, land development, water and power projects to more easily create, manage and
analyze design geographic information system and asset data.

MFG

Our MFG segment provides manufacturers in automotive and transportation, industrial machinery, consumer products and building products
with comprehensive digital prototyping solutions that bring together product data from all phases of the product development through production
process to develop a single digital model created in Autodesk Inventor software. Our solutions for digital prototyping are scalable, attainable, cost-
effective and allow for real-world simulation, enabling a broad group of manufacturers to realize benefits with minimal disruption to existing
workflows. MFG’s principal product offerings included the following during fiscal 2013:

• Autodesk Product Design Suites

Autodesk Product Design Suites ("PDS") is a comprehensive solution for digital prototyping, delivering 3D design,

 6  
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visualization and simulation tools to complete the entire engineering process. The digital prototyping capabilities of PDS can help customers
design better products, reduce development costs and get to market faster. Three editions of PDS are available to meet each customer's particular
business needs and offers the depth and breadth of the Autodesk portfolio.

• AutoCAD Mechanical

AutoCAD Mechanical software is purpose-built to accelerate the mechanical design process. AutoCAD Mechanical software offers users
significant productivity gains and helps save hours of design time by including all the functionality of AutoCAD software, in addition to
comprehensive libraries of standards-based parts and tools for automating common design tasks.

• Autodesk Inventor

Autodesk Inventor allows manufacturers to go beyond 3D design to digital prototyping by giving engineers a comprehensive and flexible set
of tools for 3D mechanical design, simulation, analysis, tooling, visualization and documentation. With Autodesk Inventor, engineers can integrate
AutoCAD drawings and model-based design data into a single digital model, creating a virtual representation of a final product that enables them
to validate the form, fit and function of the product before it is ever built.

• Autodesk Moldflow

The Autodesk Moldflow family of injection molding simulation software provides tools that help manufacturers optimize the design of plastic
parts and injection molds, and study the injection molding process.

M&E

Our M&E segment is comprised of two product groups: Animation and Creative Finishing. Animation products are sold as software only and
provide tools for digital sculpting, modeling, animation, effects, rendering, and compositing for design visualization, visual effects and games
production. Creative Finishing products are primarily sold as turnkey solutions for editing, finishing and visual effects design and color grading.
Principal product offerings in our M&E segment’s Animation and Creative Finishing product groups included the following during fiscal 2013:

Animation

• Autodesk Maya

Autodesk Maya software provides 3D modeling, animation, effects, rendering and compositing solutions that enable film and video artists,
game developers and design visualization professionals to digitally create engaging, lifelike images, realistic animations and simulations, and
extraordinary visual effects.

• Autodesk 3ds Max

Autodesk 3ds Max software provides 3D modeling, animation and rendering solutions that enable game developers, design visualization
professionals and visual effects artists to digitally create realistic images, animations and complex scenes and to digitally communicate abstract or
complex mechanical, architectural, engineering and construction concepts.

Creative Finishing

• Autodesk Flame, Autodesk Smoke, Autodesk Lustre and Autodesk Flare

Autodesk Flame software is an interactive real-time design, finishing, grading and visual effects solution for supervised post-production.
Autodesk Smoke software is a non-linear and non-compressed online editing, effects and finishing software application and is used in commercials,
music videos, corporate video, film as well as broadcast design projects. Autodesk Lustre software is a high-performance color grading solution
used by artists for creative look development and final color and lighting effects for both film and television. Autodesk Flare software is a software
solution that offers the compositing capabilities of Flame contributing to faster project completion.

 7  
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GLOSSARY OF TERMS

BIM (Building Information Modeling)-BIM describes a model-based technology linked with a database of project information, and is the
process of generating and managing information throughout the life cycle of a building. BIM is used as a digital representation of the building
process to facilitate exchange and interoperability of information in digital formats.

Constant currency growth rates-We attempt to represent the changes in the underlying business operations by eliminating fluctuations
caused by changes in foreign currency exchange rates as well as eliminating hedge gains or losses recorded within the current and comparative
period. Our constant currency methodology removes all hedging gains and losses from the calculation.

Digital prototyping-Digital prototyping allows designers, architects and engineers to analyze, simulate and visualize a design using a digital
or virtual model rather than a physical model.

Flagship-Autodesk flagship products are our core design products. Flagship includes the following products: 3ds Max, AutoCAD, AutoCAD
LT, AutoCAD vertical products (such as AutoCAD Architecture, AutoCAD Map and AutoCAD Mechanical), Civil 3D, Maya, Plant 3D, and Revit
products (standalone).

New and Adjacent-Autodesk new and adjacent products include Autodesk's new product offerings as well as products that are not included
in flagship or suites. New and adjacent includes the following services and products: Autodesk Alias Design products, Autodesk Consulting,
Autodesk Buzzsaw, Autodesk Constructware, Autodesk consumer products, Autodesk Creative Finishing products, Autodesk Moldflow
products, Autodesk Navisworks, Autodesk Simulation, Autodesk Vault products, Autodesk 360 and all other products.

Suites-Autodesk design suites are a combination of products that target a specific user objective (product design, building design, etc.) and
support a set of workflows for that objective. Our new design and creation suites include: Autodesk Design Suite, Autodesk Building Design Suite,
Autodesk Educational/academic Suites, Autodesk Entertainment Creation Suite, Autodesk Factory Design Suite, Autodesk Infrastructure Design
Suite, Autodesk Plant Design Suite, and Autodesk Product Design Suite. Our previously established suites include: Autodesk Inventor family
suites, Autodesk Revit family suites, and education solutions suites.

Upgrade-Upgrades allow customers to pay an incremental fee at currently available prices toward the purchase of the latest version of the
same product. Upgrades are available only for licenses of software that are up to three versions prior to the latest version available; an upgrade
terminates the license to the previous version of the product. A similar exchange and termination of a previous version of a product that is four
versions prior to the latest version available is recorded as commercial new revenue. Upgrades also includes crossgrades where a customer pays an
incremental fee at currently available prices toward the purchase of a different product. The license to the previous product is terminated.

ITEM 1A. RISK FACTORS

We operate in a rapidly changing environment that involves significant risks, a number of which are beyond our control. In addition to the
other information contained in this Form 10-K, the following discussion highlights some of these risks and the possible impact of these factors on
our business, financial condition and future results of operations. If any of the following risks actually occur, our business, financial condition or
results of operations may be adversely impacted, causing the trading price of our common stock to decline. In addition, these risks and
uncertainties may impact the “forwardlooking” statements described elsewhere in this Form 10K and in the documents incorporated herein by
reference. They could affect our actual results of operations, causing them to differ materially from those expressed in “forwardlooking”
statements.

Global economic conditions may further impact our business, financial results and financial condition.

As our business has expanded globally, we have increasingly become subject to risks arising from adverse changes in global economic and
political conditions. The past several years have been characterized by weak global economic conditions, a tightening in the credit markets,
relatively high unemployment, a low level of liquidity in many financial markets, increased government deficit spending and debt levels, uncertainty
about certain governments' abilities to repay such debt or to address certain fiscal issues (such as the “fiscal cliff” and “sequestration” in the
United States), and volatility in many financial instrument markets. There are a number of mixed indicators and it is not yet clear whether a
sustainable recovery is occurring or a renewed slow-down is taking place.
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EDUCATIONAL PROGRAMS

We help students and educators imagine, design, and create a better world by granting them, for little or no fees, Autodesk

Software licenses, specialized learning content, education communities, and support networks.

We are committed to helping fuel a lifelong passion for design in students of all ages, and inspiring and supporting

educators. As such, we partner with education institutions and work to develop programs that can facilitate a passion for design

in students, and provide a good foundation for STEAM (Science, Technology, Engineering, Digital Arts, and Math) growth in

the secondary school market. Within our secondary and postsecondary school markets, we are enabling future workforces to

graduate industry-ready and Autodesk-literate with marketable software skills that are in high demand. Whether future

professional designers or lifelong design hobbyists, our full portfolio of professional-grade and personal design products

introduce students and educators at all levels to design and the power of design technology.

DEVELOPER PROGRAMS

One of our key strategies is to maintain an open-architecture design of our software products to facilitate third-party

development of complementary products and industry-specific software solutions. This approach enables customers and third

parties to customize solutions for a wide variety of highly specific uses. We offer several programs that provide marketing, sales,

technical support and programming tools to developers who develop add-on applications for our products. Over 4,000 developers

in the Autodesk Developer Network create interoperable products that further enhance the range of integrated solutions available

to our customers.

COMPETITION

The markets for our products are highly competitive and subject to rapid change. We strive to increase our competitive

separation by investing in research and development, allowing us to bring new products to market and create exciting new

versions of existing products that offer compelling efficiencies for our customers. We also compete through investments in

marketing and sales to more effectively reach new customers and better serve existing customers.

Our competitors include large, global, publicly traded companies; small, geographically focused firms; startup firms; and

solutions produced in-house by their users. Our primary global competitors in the PSEB, AEC and MFG segments include Adobe

Systems Incorporated, ANSYS, Inc., AVEVA Group plc, Bentley Systems, Incorporated, Dassault Systèmes S.A. and its

subsidiary Dassault Systèmes SolidWorks Corp., Environmental Systems Research Institute, Inc. (ESRI), Intergraph Corporation,

a wholly owned subsidiary of Hexagon AB, MSC Software Corporation, Nemetschek AG, PTC, 3D Systems, and Trimble

Navigation Limited.

Our M&E segment also competes with a wide range of different companies from large, global, publicly-traded companies

to small private entities. Large organizations that produce products that compete in some or all of our markets include Adobe

Systems Incorporated, Apple Inc., Avid Technology, Inc., SONY Corporation and Technicolor, among others. The media and

entertainment market is highly fragmented with complex interdependencies between many of the larger businesses. As a result,

some of our competitors also own subsidiaries that are our customers or our partners in developing or bringing to market some of

our solutions. In addition to traditional competitors in developed economies, we encounter new competitors in emerging

economies.

The software industry has limited barriers to entry, and the availability of computing power with continually expanding

performance at progressively lower prices contributes to the ease of market entry. The industry is presently undergoing a

platform shift from the personal computer to cloud and mobile computing. This shift further lowers barriers to entry and poses a

disruptive challenge to established software companies. The design software market is characterized by vigorous competition in

each of the vertical markets in which we compete, both from existing competitors and by entry of new competitors with

innovative technologies. Competition is increasingly enhanced by consolidation of companies with complementary products and

technologies and the possibility that competitors in one vertical segment may enter other vertical segments that we serve. In

addition, some of our competitors in certain markets have greater financial, technical, sales and marketing and other resources

than we do. Because of these and other factors, competitive conditions in these industries are likely to continue to intensify in the

future. Increased competition could result in price reductions, reduced net revenue and profit margins and loss of market share,

any of which could harm our business. See Item 1A, “Risk Factors,” for further discussion of risks regarding competition.
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March 28, 2014

VIA EMAIL

Jason M. Sneed, Esq.

Sneed PLLC

610 Jetton St., Suite 120-107

Davidson, NC 28036

Re: Autodesk, Inc. v. 3D Systems, Inc.

TTAB Cancellation No. 92056509

Dear Jason:

We write to discuss the responses of Respondent 3D Systems, Inc. %gGP^[ZYOPY_h& to

7`_ZOP^Vi^ =T]^_ HP_ ZQ @Y_P]]ZRL_Z]TP^ _Z GPRT^_]LY_ %_SP g@Y_P]]ZRL_Z]TP^h& LYO =T]^_ HP_ ZQ 

GP\`P^_^ QZ] F]ZO`N_TZY _Z GPRT^_]LY_ %_SP g;ZN`XPY_ GP\`P^_^'h LYO _ZRether with the

@Y_P]]ZRL_Z]TP^' _SP g;T^NZaP]d GP\`P^_^h&)  GP^[ZYOPY_i^ ]P^[ZY^P^ to the Discovery Requests

are deficient in several respects, including the following:

Responses to the Document Requests

To date, Respondent has not produced any documents to Autodesk. Accordingly, the

below issues are not inclusive or reflective of any deficiencies that may be raised in the future

with respect to such production.

General Objections

As a general matter, GP^[ZYOPY_i^ General Objections reference the Interrogatories, and

L[[PL] _Z SLaP MPPY gN`_ LYO [L^_POh Q]ZX GP^[ZYOPY_i^ ]P^[ZY^P^ _Z _SP @Y_P]]ZRL_Z]TP^)  =Z] 

PcLX[WP' EMUPN_TZY DZ) 3 ^_L_P^ _SL_ gKSPY LY^bP]TYR FP_T_TZYP]i^ TY_P]]ZRL_Z]TP^ ) ) ) 

Respondent will respond only with respect to the mark subject to this proceeding . . . )h 

HTXTWL]Wd' EMUPN_TZY DZ) 4 ^_L_P^ g_Z _SP Pc_PY_ LY TY_P]]ZRL_Z]d NLWW^ QZ] _SP []ZaT^TZY ZQ 

information . . . )h  7NNZ]OTYRWd' [WPL^P ]PaTPb _SP ZMUPN_TZY^ NZY_LTYPO TY GP^[ZYOPY_i^ 

response to the Document Requests, and revise them as appropriate to reflect objections specific

to the Document Requests.
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Additionally, there are particular General Objections that require clarification or are

inapplicable to the Document Requests:

Objection No. 9: Respondent objects to the definition of tSP _P]X g.;H F]ZO`N_ Z] HP]aTNPh ZY 

the basis that such definition is overly broad, vague and ambiguous, unduly burdensome, and

neither relevant nor reasonably calculated to lead to the discovery of admissible evidence.

However, RP^[ZYOPY_i^ objection does not contain any indication or proposal as to an alternative

OPQTYT_TZY QZ] g.;H F]ZO`N_ Z] HP]aTNP.h FWPL^P []ZaTOP NWL]TQTNL_TZY LYO ^P_ QZ]_S GP^[ZYOPY_i^ 

proposed OPQTYT_TZY ZQ _SP _P]X g.;H F]ZO`N_ Z] HP]aTNP)h 

Objection No. 10: Respondent ZMUPN_^ _Z _SP OPQTYT_TZY ZQ _SP _P]X gTOPY_TQdh bT_S ]P^[PN_ _Z L

g[]ZO`N_h LYO g^P]aTNPh L^ ZaP]Wd M]ZLO LYO `YO`Wd M`]OPY^ZXP' aLR`P LYO LXMTR`Z`^)  ISP 

;ZN`XPY_ GP\`P^_^ OZ YZ_ NZY_LTY L OPQTYT_TZY QZ] _SP _P]X gTOPY_TQd)h  FWPL^P ^_]ike this

objection.

Objection No. 12: Respondent takes issue with Definition Nos. 13, 14, 15 and 16 as

gYZY^PY^TNLW LYO NZYQ`^TYR)h  H`NS OPQTYT_TZY^ L]P ^_LYOL]O TY OT^NZaP]d ]P\`P^_^' LYO L]P 

universally understood as indicating that a verb conjugated in present tense is not limited to

present tense but includes past tense as well, a singular form of a word should also be viewed as

TYNW`OTYR [W`]LW' LYO gLWWh LYO gPLNSh L]P _Z MP ]PLO L^ TYNW`^TaP ZQ ZYP LYZ_SP])  FWPL^P explain

the basis for Responden_i^ Zbjection. There is no Definition No. 16 in the Document Requests.

Please strike that from Objection 12.

Responses and Objections to Specific Requests

Request No. 1: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request, which calls for all documents relating to modeling, rendering or animation

software or tools offered by Petitioner. However, the identification of goods and services for the

registration that is the subject of this proceeding includes goods and services that can potentially

MP NL_PRZ]TePO L^ Z] L]P ]PWL_PO _Z gXZOPWTYR' ]PYOP]TYR Z] LYTXL_TZY ^ZQ_bL]P Z] _ZZW^)h  

Accordingly, please confirm that Respondent will produce documents responsive to this request.

Request No. 2: Respondent objects to this request as overly broad and unduly burdensome.

Such objection is `YQZ`YOPO' TY^ZQL] L^ _SP ]P\`P^_ NLWW^ ZYWd QZ] gOocuments sufficient to

identifyh each 3DS Product or Service. Please confirm that in producing responsive documents

g^SZbTYR _SP ^NZ[P ZQ _SP `^P ZQ _SP .;H $ ;P^TRY XL]V'h GP^[ZYOPY_ bTWW []ZO`NP OZN`XPY_^ 

sufficient to identify each product or service offered for sale or distribution under the 3DS mark.

Request No. 3: Respondent objects to this request as overly broad and unduly burdensome.

Such objection is unfounded, insofar as the request calls only fo] gOZN`XPY_^ ^`QQTNTPY_ _Z ^SZbh

use of the mark 3DS in connection with each 3DS Product or Service each year that such product
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or service was offered for sale or distribution. Please confirm that in producing responsive

OZN`XPY_^ g^SZbTYR _SP ^NZ[P ZQ _SP `^P ZQ _SP .;H $ ;P^TRY XL]V'h GP^[ZYOPY_ bTWW []ZO`NP 

documents sufficient to show use of the 3DS mark in connection with each product or service

offered for sale or distribution under the 3DS mark, for each year that such product or service

was offered for sale or distribution.

Request No. 5: Respondent objects to this request on the basis that the request may call for

publicly available information and because it object^ _Z _SP OPQTYT_TZY ZQ g.;H F]ZO`N_ Z] 

HP]aTNP)h  Respondent states that it will produce responsive documents showing its first use date

per International Class for the 3DS & Design Mark. This is not sufficient to satisfy this request,

LYO GP^[ZYOPY_i^ ^_ated objections do not relieve Respondent of the obligation to produce

documents in its custody or control that are responsive to this request. Please confirm that

Respondent will produce all responsive documents related to the earliest date Respondent offered

any 3DS Product or Service.

Request No. 9: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request on the basis that it is overly broad and unduly burdensome, seeks irrelevant

documents and things, and calls for proprietary or confidential information. In fact, marketing

plans, marketing projections or other marketing documents prepared by or for Respondent

relating to the sale, proposed sale, rendering or proposed rendering of any 3DS Product or

Service are clearly relevant to this proceeding in that they bear directly on how the subject mark

is used in the marketplace. Furthermore, to the extent Respondent has concerns regarding trade

secrets or confidential information, such concerns are addressed by the operative Protective

Order and provide no basis for refusing to produce these highly relevant documents. Please

confirm that Respondent will produce all documents responsive to this request.

Request No. 11: Respondent objects to this request on the basis that it is overly broad and

unduly burdensome, calls for publicly available information, and relies on a defini_TZY ZQ g.;H 

Product or Serviceh to which Respondent objects. Respondent states that it will produce

g]P[]P^PY_L_TaP ^LX[WP^h ZQ GP^[ZYOPY_i^ LOaP]_T^PXPY_' XL]VP_TYR LYO []ZXZ_TZY ZQ RZZO^ LYO 

services offered and sold under the 3DS & Design mark, including such advertising on its

website. To the extent Respondent intends to respond to this request by producing representative

samples, please provide a detailed explanation of the methodology employed in selecting such

representative samples.

Request No. 12: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNates that it will not produce documents responsive

to this request on the basis that it is overly broad and unduly burdensome, calls for irrelevant

documents and things, calls for the production of confidential information, and relies on a

OPQTYT_TZY ZQ g.;H XL]Vh _Z bSTNS GP^[ZYOPY_ objects. Clearly, a request for documents

]PWL_TYR _Z GP^[ZYOPY_i^ PQQZ]_^ Z] [WLY^ _Z []ZXZ_P Z] Pc[LYO LbL]PYP^^ ZQ _SP XL]V .;H RZP^ 

OT]PN_Wd _Z GP^[ZYOPY_i^ TY_PYOPO `^P ZQ _SP XL]V TY \`P^_TZY LYO _SP WTVPWTSZZO ZQ NZYQ`^ion
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bT_S FP_T_TZYP]i^ XL]V)  =`]_SP]XZ]P' _SP Z[P]L_TaP F]Z_PN_TaP E]OP] LOO]P^^P^ LYd NZYNP]Y^ 

regarding confidentiality. Accordingly, please confirm that Respondent will produce all

documents responsive to this request.

Request No. 13: Respondent objects to this request on the basis that it is overly broad and

unduly burdensome, calls for confidential information, and utilizes a definition to which

Respondent objects. Respondent states that it will produce only documents sufficient to show

the overall sales of goods and services, on an annual basis, sold in conjunction with the 3DS &

Design Mark. GP^[ZYOPY_i^ ZMUPN_TZY^ L]P R]Z`YOWP^^ TY _SL_ FP_T_TZYP] SL^ ]P\`P^_PO ZYWd 

gOZN`XPY_^ ^`QQTNTPY_ _Z ^SZbh LYO ^`NS OZN`XPY_^ XLd MP []Z_PN_PO Md _SP Z[P]Ltive

Protective Order. Accordingly, to the extent that Respondent possesses documents sufficient to

show the annual sales (in dollars and in number of units) of each product offered under the mark

3DS, Respondent has provided no basis for not producing such documents. Please confirm that

Respondent will produce such documents.

Request No. 14: Respondent objects to this request on the basis that it is overly broad and

unduly burdensome, calls for confidential information, and utilizes a definition to which

Respondent objects. Respondent states that it will produce only documents sufficient to show

the overall sales of goods and services, on an annual basis, sold in conjunction with the 3DS &

;P^TRY CL]V)  GP^[ZYOPY_i^ ZMUPN_TZY^ L]P R]Z`YOWP^^ TY _SL_ Petitioner has requested only

gOZN`XPY_^ ^`QQTNTPY_ _Z ^SZbh LYO ^`NS OZN`XPY_^ XLd MP []Z_PN_PO Md _SP Z[P]L_TaP 

Protective Order. Accordingly, to the extent that Respondent possesses documents sufficient to

show the annual sales (in dollars) of each service rendered under the mark 3DS, Respondent has

provided no basis for not producing such documents. Please confirm that Respondent will

produce such documents.

Request No. 15: Respondent objects to this request on the basis that it is overly broad and

`YO`Wd M`]OPY^ZXP' NLWW^ QZ] NZYQTOPY_TLW TYQZ]XL_TZY' LYO `_TWTeP^ L OPQTYT_TZY ZQ g.;H F]ZO`N_ 

Z] HP]aTNPh _Z bSTNS GP^[ZYOPY_ objects. Respondent states that it will produce a listing of

outlets at which the 3DS & Design mark has been used. RespondeY_i^ ZMUPN_TZY^ L]P R]Z`YOWP^^ 

TY _SL_ FP_T_TZYP] SL^ ]P\`P^_PO ZYWd gOZN`XPY_^ ^`QQTNTPY_ _Z ^SZbh LYO ^`NS OZN`XPY_^ XLd MP 

protected by the operative Protective Order. Accordingly, please confirm that Respondent will

produce documents responsive to this request as it was originally articulated.

Request No. 18: Respondent objects to this request on the basis that it calls for confidential

information and utilizes a definition to which Respondent objects. Respondent states that it will

[]ZO`NP LYd gWTNPY^P LR]PPXPY_^h L`_SZ]TeTYR LYd _ST]O [L]_d _Z `^P _SP XL]V .;H $ ;P^TRY)  

Confidential information is protected by the operative Protective Order, and these objections do

YZ_ []ZaTOP L ML^T^ QZ] YL]]ZbTYR _SP ]P\`P^_ _Z ZYWd gWTNPY^P LR]PPXPY_^)h  ISP ]equest calls for

gLWW OZN`XPY_^' TYNW`OTYR M`_ YZ_ WTXT_PO _Z NZY_]LN_^ LYO WTNPY^P LR]PPXPY_^, authorizing any

third party to use the mark 3DS)h  F]ZO`N_TZY ZQ ZYWd gWTNPY^P LR]PPXPY_^h T^ _SP]PQZ]P 
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insufficient to satisfy the request, as there are other possible documents that may authorize a

third party to use the mark 3DS. Please confirm that Respondent will produce documents

responsive to this request as it was originally articulated.

Request No. 22: Respondent objects to this request insofar as it may cover marks considered as

possible alternatives to the mark 3DS, on the grounds that it is unduly burdensome, overly broad,

and calls for the production of irrelevant material. Respondent states that it will produce

documents pertaining to the adoption of the 3DS & Design mark. Consideration of alternative

marks is an important part of the selection of a registered mark, and that deliberative process is

relevant to several aspects of the current proceeding, iYNW`OTYR TY^ZQL] L^ T_ RZP^ _Z GP^[ZYOPY_i^ 

intent. Please confirm that Respondent will produce documents regarding possible alternative

XL]V^ _Z _SP Pc_PY_ NZY^TOP]L_TZY ZQ ^`NS LW_P]YL_TaP XL]V^ g[P]_LTY^ _Z _SP LOZ[_TZY ZQ _SP .;H 

$ ;P^TRY XL]V)h  

Request No. 23: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request on the basis that _SP ]P\`P^_ T^ aLR`P LYO LXMTR`Z`^ L^ _Z _SP ]PQP]PYNP _Z g.;H 

XL]Vh LYO ZY _SP ML^T^ _SL_ T_ NLWW^ QZ] OZN`XPY_^ []Z_PN_PO Md L__orney-client privilege, work

[]ZO`N_' Z] Z_SP] L[[WTNLMWP []TaTWPRP LYO*Z] TXX`YT_d)  ISP^P ZMUPN_TZY^ L]P `YQZ`YOPO)  g.;H 

XL]Vh is clearly defined in the Definitions, and, to the extent that the request calls for documents

protected by privilege or immunity, Respondent must identify such documents in a privilege log.

Accordingly, please confirm that Respondent will produce documents responsive to this request.

Request No. 24: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request on the basis that it is overly broad, unduly burdensome, calls for the production of

irrelevant materials, and references a definition to which Respondent objects. Documents

relating to communications with third parties other than RespondeY_i^ WPRLW NZ`Y^PW specifically

concerning the mark 3DS are clearly relevant to this proceeding in that they potentially relate to

consumer perception and confusion, among other things. Accordingly, please confirm that

Respondent will produce documents responsive to this request.

Request No. 25: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request on the basis that T_ T^ aLR`P Z] LXMTR`Z`^ L^ ]PRL]O^ _SP ]PQP]PYNP _Z g_SP XL]V 

.;H'h NLWW^ QZ] _SP OT^NWZ^`]P ZQ NZnfidential information, and references a definition to which

Respondent objects)  ISP _P]X g_SP XL]V .;Hh T^ NWPL]Wd OPQTYPO Md FP_T_TZYP] TY T_^ ;PQTYT_TZY^ 

and confidential information is protected by the operative Protective Order. These objections

provide no basis for refusing to produce documents responsive to a request for documents

]PWL_TYR _Z TY_P]YLW NZXX`YTNL_TZY^ %Z_SP] _SLY bT_S GP^[ZYOPY_i^ WPRLW NZ`Y^PW& NZYNP]YTYR _SP 

right to use the mark 3DS or regarding this trademark dispute. Accordingly, please confirm that

Respondent will produce documents responsive to this request.
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Request No. 27: Respondent objects to this request on the basis that it calls for documents

protected by privilege, the disclosure of confidential information, the production of publicly

available documents, and on the basis that it references a definition to which Respondent objects.

Confidential information is adequately protected by the operative Protective Order, and, to the

extent that the request calls for documents protected by privilege or immunity, Respondent must

TOPY_TQd ^`NS OZN`XPY_^ TY L []TaTWPRP WZR)  =`]_SP]XZ]P' _SP ]P\`P^_ NLWW^ QZ] gLWW OZN`XPY_^ 

]PWL_TYR _Z _]LOPXL]V L[[WTNL_TZY^ dZ` SLaP QTWPO QZ] _SP XL]V .;Hh6 GP^[ZYOPY_i^ ZQQP] _Z 

[]ZO`NP gLYd YZn-privileged documents consisting of trademark applications pertaining to the

XL]V .;H $ ;P^TRY QTWPO bT_S _SP J)H) FIE _SL_ L]P YZ_ P\`LWWd LaLTWLMWP _Z FP_T_TZYP]h T^ 

insufficient to satisfy this request, which is not limited to merely the trademark applications

themselves, but extends to cover all non-privileged documents relating to such applications.

Accordingly, please confirm that Respondent will produce all documents responsive to this

request.

Request No. 28: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ it will not produce documents responsive

to this request on the basis that it calls for documents protected by privilege/immunity and

references a definition to which Respondent objects)  GP^[ZYOPY_i^ ZMUPN_TZY _Z _SP OPQTYT_TZY ZQ 

g_SP XL]V .;Hh T^ insufficient grounds to refuse to produce any documents responsive to this

request %QZ] GP^[ZYOPY_i^ TYaP^_TRL_TZY^ ]PRL]OTYR _SP LaLTWLMTWT_d' ]PRT^_]LMTWT_d' Z] `^P ZQ _SP 

mark 3DS), which is highly relevant to this proceeding. To the extent that the request calls for

documents protected by privilege or immunity, Respondent must identify such documents in a

privilege log. Accordingly, please confirm that Respondent will produce documents responsive

to this request.

Request No. 29: Respondent objects to this request on the basis that it calls for documents

protected by privilege/immunity and references a definition to which Respondent objects.

Respondent states that it will produce search reports pertaining to the mark 3DS & Design, but

any related opinTZY^ LYO NZXX`YTNL_TZY^ TYaZWaTYR GP^[ZYOPY_i^ L__Z]YPd^ L]P ^`MUPN_ _Z T_^ 

privilege/immunity objection. We note that to the extent that the request calls for documents

protected by privilege or immunity, Respondent must identify such documents in a privilege log.

In addition, please confirm that respondent will produce all trademark searches conducted by

GP^[ZYOPY_ Z] ZY GP^[ZYOPY_i^ MPSLWQ TY NZYYPN_TZY bT_S _SP LaLTWLMTWT_d' ]PRT^_]LMTWT_d' Z] use

of the mark 3DS, which may include trademark searches of the mark 3DS & Design, as well as

searches pertaining to other marks.

Request No. 30: GP^[ZYOPY_i^ ]P^[ZY^P TYOTNL_P^ _SL_ T_ bTWW YZ_ []ZO`NP OZN`XPY_^ ]P^[ZY^TaP 

to this request on the basis that it T^ aLR`P LYO LXMTR`Z`^ L^ _Z _SP _P]X gTY\`T]d'h calls for

documents protected by privilege/immunity, and references a definition to which Respondent

objects)  GP^[ZYOPY_i^ ZMUPN_TZY _Z _SP OPQTYT_TZY ZQ g_SP XL]V .;Hh T^ TY^`QQTNTPY_ R]Z`YO^ _Z 

refuse to produce any documents responsive to this request, which is highly relevant to this

proceeding. To the extent that the request calls for documents protected by privilege or
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immunity, Respondent must identify such documents in a privilege log. Accordingly, the only

potential remaining objection regards the _P]X gTY\`T]d)h  FWPL^P Pc[WLTY what is vague or

LXMTR`Z`^ LMZ`_ _SP _P]X gTY\`T]d)h  

Request No. 31: Respondent objects to this request on several grounds, including that it is

overly broad and unduly burdensome, calls for the production of irrelevant material, is vague and

ambiguous, calls for publicly available and confidential information, and references a definition

to which Respondent objects. We note that documents relating to consumer recognition of 3DS

Products or Services go to the heart of the likelihood of confusion inquiry, and accordingly are

highly relevant to this proceeding. Furthermore, confidential information is adequately protected

by the operative Protective Order. Respondent states that it will produce a representative

sampling of documents evidencing consumer recognition of products and services offered and

sold by Respondent in connection with the 3DS & Design Mark. To the extent Respondent

intends to respond to this request by producing representative samples, please provide a detailed

explanation of the methodology employed in selecting such representative samples.

Request No. 32: Respondent objects to this request on the basis that it is overly broad and

unduly burdensome, seeks irrelevant material, is vague and ambiguous, and on the basis that it

references a definition to which Respondent objects. This request seeks all documents relating to

any confusion as to the origin, endorsement, approval or sponsorship of any 3DS Product or

Service. As such, on its face, it goes directly to the heart of this proceedingfthe likelihood of

NZYQ`^TZY ]PRL]OTYR _SP ^`MUPN_ XL]V)  GP^[ZYOPY_i^ ZQQP] _Z []ZO`NP Oocuments pertaining to

gLN_`LW NZYQ`^TZY ]PWL_TaP _Z GP^[ZYOPY_ LYO T_^ .;H $ ;P^TRY RZZO^ LYO*Z] ^P]aTNP^' ZY _SP ZYP 

SLYO' LYO FP_T_TZYP] LYO T_^ .;H CLc RZZO^ LYO ^P]aTNP^' ZY _SP Z_SP] SLYOh T^ TY^`QQTNTPY_ _Z 

satisfy this request, particularly because the request was nZ_ WTXT_PO _Z gLN_`LW NZYQ`^TZYh but

encompasses documents assessing potential confusion, for example. Accordingly, please

confirm that Respondent will produce all documents responsive to this request, at least to the

extent such documents pertain to confusion (actual or potential) between Respondent and its 3DS

mark and Petitioner.

Request Nos. 38-48: Respondent objects to all of these requests on the grounds that they are

unduly broad and overly burdensome, vague and ambiguous, and call for documents protected

by privilege/work product. These objections are baseless. Each of these requests clearly

specifies the subject of the request (either a denial or affirmative defense contained in

FP_T_TZYP]i^ 7Y^bP] Z] L OZN`XPY_ ]PWTPO ZY My Petitioner to draft its Answer or its answers to

the Interrogatories). To the extent that the requests call for documents protected by privilege or

immunity, Respondent must identify such documents in a privilege log. We acknowledge that it

is possible that some of the documents responsive to these requests will be produced in response

to other requests. Accordingly, please confirm that Respondent will produce all documents

responsive to these requests, to the extent any such documents are not otherwise produced in

response to other requests.
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Responses to the Interrogatories

Objection No. 9: GP^[ZYOPY_ ZMUPN_^ _Z _SP OPQTYT_TZY ZQ _SP _P]X g.;H F]ZO`N_ Z] HP]aTNPh ZY 

the basis that such definition is overly broad, vague and ambiguous, unduly burdensome, and

neither relevant nor reasonably calculated to lead to the discovery of admissible evidence.

?ZbPaP]' GP^[ZYOPY_i^ ZMUPN_TZY OZP^ YZ_ NZY_LTY LYd TYOTNL_TZY Z] []Z[Z^LW L^ _Z LY LW_P]YL_TaP 

OPQTYT_TZY QZ] g.;H F]ZO`N_ Z] HP]aTNP)h  FWPL^P []ZaTOP NWL]TQTNL_TZY LYO ^P_ QZ]_S GP^[ZYOPY_i^ 

[]Z[Z^PO OPQTYT_TZY ZQ _SP _P]X g.;H F]ZO`N_ Z] HP]aTNP)h 

Objection No. 12: This objection takes issue with Definition Nos. 13, 14, 15 and 16 as

gYZY^PY^TNLW LYO NZYQ`^TYR)h  H`NS OPQTYT_TZY^ L]P ^_LYOL]O TY OT^NZaP]y requests, and are

universally understood according to their plain meaning. Please indicate specifically what

Respondent finds confusing regarding the meaning of these definitions.

Responses and Objections to Specific Interrogatories

Interrogatory No. 1: The answer to Interrogatory No. 1 is insufficient in that it does not

provide historical product names. Please supplement this response to provide such information.

Interrogatory No. 2: The answer to Interrogatory No. 2 is implausible and incomplete. The

answer to Interrogatory No. 1 sets forth dozens of products, and yet the answer to Interrogatory

No. 2 identifies only one person as the most knowledgeable about the scope of Responden_i^ 

products. The Interrogatory requests that Respondent identify the person most knowledgeable

about each product or service identified in the response to Interrogatory No. 1. Please

supplement this response to provide such information.

Interrogatory No. 3: The answer to Interrogatory No. 3 is incomplete. The Interrogatory

requests that Respondent indicate the time period (month/year) that it offered each product or

service identified in the answer to Interrogatory No. 1. As mentioned above, RespondPY_i^ 

answer to Interrogatory No. 1 identifies dozens of products. The answer to Interrogatory No. 2

does not specify this information for each product, but merely addresses product categories.

Please supplement this response to provide the requested information.

Interrogatory No. 4: The answer to Interrogatory No. 4 is insufficient. The Interrogatory

plainly requests annual sales figures (dollar volume and units) for each of the products identified

in the response to Interrogatory No. 1 from the date of first use of the mark 3DS in connection

with such product or service to present. The answer to Interrogatory No. 4 merely provides

overall sales figures (dollar volume) in total, and not by product. Please amend or supplement

this response to provide the requested information.
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Interrogatory No. 5: The answer to Interrogatory No. 5 relies on and is subject to the same

deficiencies as the answer to Interrogatory No. 3. Please supplement this response to provide the

requested information for each of the identified products (rather than product categories).

Interrogatory No. 6: The answer to Interrogatory No. 6 relies on and is subject to the same

deficiencies as the answer to Interrogatory No. 2. Please supplement this response to provide the

requested information for each of the identified products.

Interrogatory No. 8: The answer to Interrogatory No. 8 is insufficient in that it fails to identify

the requested expenditure information for each product identified in the answer to Interrogatory

No. 1. Please supplement this response to provide the requested information for each of the

identified products.

Interrogatory No. 9: The answer to Interrogatory No. 9 is insufficient in that it fails to specify

the documents in enough detail to allow Autodesk to locate and identify them and Autodesk has

not been provided a reasonable opportunity to examine such documents. Please amend or

supplement this response to provide a substantive response or the information required pursuant

to Fed. R. Civ. P. 33(d).

Interrogatory No. 12: The answer to Interrogatory No. 12 is insufficient in that it fails to

specify the documents in enough detail to allow Autodesk to locate and identify them and

Autodesk has not been provided a reasonable opportunity to examine such documents. Please

amend or supplement this response to provide a substantive response or the information required

pursuant to Fed. R. Civ. P. 33(d).

Interrogatory No. 14: The answer to Interrogatory No. 14 is insufficient in that it refers to the

answer to Interrogatory No. 13, but fails to address the question asked. Please amend or

supplement this response to provide an answer to this Interrogatory.

Interrogatory No. 15: The answer to Interrogatory No. 15 is incomplete because it fails to

identify any marks that were considered in the process of selecting the mark 3DS. Please

supplement this response to provide such information.

Interrogatory No. 17: Respondent refuses to answer this Interrogatory in its entirety on the

basis that it is overly broad and unduly burdensome, seeks irrelevant information, and refers to a

definition to which Respondent objects. These objections are unfounded and do not provide a

basis for a complete refusal to answer the Interrogatory. Information regarding the quality of the

3DS Products or Services bears on, among other things, questions of damage to Autodesk in the

event of consumer confusion. Please provide a substantive response to this Interrogatory.

Interrogatory No. 22: Respondent refuses to answer this Interrogatory in its entirety on the

basis that it calls for information that is irrelevant, is vague or ambiguous, and on the basis that it
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refers to a definition to which Respondent objects. These objections are unfounded and do not

provide a basis for a complete refusal to answer the Interrogatory. ISP gXL]V .;Hh T^ NWPL]Wd 

defined in the Definitions. Searches done by Respondent regarding this mark are relevant to this

proceeding in that they establish, among other things, GP^[ZYOPY_i^ intent. Please provide a

substantive response to this Interrogatory.

Interrogatory No. 24: The answer to Interrogatory No. 24 is insufficient because it fails to

address enforcement efforts other than legal proceedings in the United States. Please supplement

this answer to address the Interrogatory in its entirety.

Interrogatory No. 27: The answer to Interrogatory No. 27 is insufficient because it fails to

indicate when and how Respondent first became aware of Autodesk and its use of the 3DS mark.

9ZY_]L]d _Z GP^[ZYOPY_i^ ZMUPN_TZY^' _ST^ TYQZ]XL_TZY T^ NWPL]Wd ]PWPaLY_ L^ T_ RZP^ _Z 

GP^[ZYOPY_i^ VYZbWPORP ZQ 7`_ZOP^V LYO T_^ `^e of the 3DS mark at the time Respondent filed

the application for the registration that is the subject of this proceeding. Please supplement this

answer to provide the requested information.

Please note that omission of any particular response to the Discovery Requests in the

foregoing does not constitute an acceptance of such response or a waiver of any objections

Autodesk may have to such response.

We request a phone conference to discuss the foregoing deficiencies TY GP^[ZYOPY_i^ 

responses to the Discovery Requests. Please let us know your availability generally during the

weeks of April 8 and April 14.

Sincerely,

John L. Slafsky
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June 18, 2014

VIA EMAIL

Jason M. Sneed, Esq.

Sneed PLLC

610 Jetton St., Suite 120-107

Davidson, NC 28036

Re: Autodesk, Inc. v. 3D Systems, Inc.

TTAB Cancellation No. 92056509

Dear Jason:

We have reviewed your letter dated June 7, 2014, which purports to summarize the parties’

discovery conference held on May 2, 2014 and May 5, 2014. We write to clarify some of the items

included in your summary and to provide a summary of the discussion pertaining to the deficiencies in

3D Systems’ discovery responses.

Autodesk’s Discovery Responses

While we appreciate your partial summary of the meet-and-confer discussions, we feel

compelled to correct some of the characterizations in your letter regarding Autodesk’s discovery

responses:

Interrogatory No. 5: We did not agree to amend Autodesk’s response to this interrogatory regarding

the listing of products sold under the 3DS MAX mark. We stated our view that Autodesk has provided

the requested information as to subpart (a) of the interrogatory, as it has identified the type of products

sold under the 3DS MAX mark and has provided a list of specific products sold under the 3DS MAX

mark. We did not agree to supplement Autodesk’s response to Interrogatory No. 5(b)(i), which was

neither raised in your March 18, 2014 letter nor during the phone call. We do not agree that Autodesk

failed to answer subpart (iii), but are reconsidering the response to subpart (iii) and will supplement

such response as appropriate.

Interrogatory No. 7: Your summary of the discussion regarding this interrogatory is incorrect.

Rather than us agreeing to withdraw Autodesk’s objections and provide a substantive response, you

agreed that no response was required, in light of your repeated refusals to answer reciprocal

interrogatories, citing Time Warner Entertainment Co., L.P. v. Jones, 65 U.S.P.Q. 1650 (TTAB 2002).



Jason M. Sneed, Esq.

June 18, 2014

Page 2

Interrogatory No. 20: Here, we agreed that we may supplement Autodesk’s response, if at all, after

we have fully completed our review of the documents to determine if there is any such person and/or

documents.

Request for Admission No. 1: While we appreciate your attempt to clarify this request, we reiterate

Autodesk’s objections, including that this request seeks information not relevant or reasonably

calculated to lead to the discovery of admissible evidence.

Request for Admission No. 2: While we appreciate your attempt to clarify this request, we reiterate

Autodesk’s objections, including that this request seeks information not relevant or reasonably

calculated to lead to the discovery of admissible evidence.

Request for Production No. 7: We agreed to supplement Autodesk’s response to this request only

following clarification from you as to the meaning of “use of . . . any trademark registrations . . . .”

You clarified this as referring to third-party registrations of trademarks containing the term “3DS.”

Any supplementation we provide will be premised on this meaning.

As you know, Autodesk made an initial document production on May 1, 2014. Autodesk

intends to make its next production of documents next week. Autodesk intends to provide other

supplemental responses shortly.

3D Systems’ Discovery Responses

We also want to memorialize the key points of our discussions with you regarding 3D Systems’

discovery responses:

Interrogatories

Objection No. 8: You have objected to Autodesk’s definition of the terms “3DS,” “mark 3DS,” and

“3DS mark,” and have indicated that you will view these terms as referring only to the 3DS & Design

mark that is the subject of U.S. Reg. No. 4,125,612. You have agreed to limit your priority claims to

the 3DS & Design mark that is the subject of U.S. Reg. No. 4,125,612, but have otherwise not agreed

to limit your case to only the 3DS & Design mark. Accordingly, we cannot agree to your narrow

definitions of these terms, as any other 3D Systems’ 3DS marks may be highly relevant to this dispute.

Objection No. 9: You have similarly objected to Autodesk’s definition of the term “3DS Product or

Service.” As with Objection No. 8, the parties are not able to agree on the appropriate scope of this

term, as you have stated your intention to limit it to only the 3DS & Design mark that is the subject of

U.S. Reg. No. 4,125,612, whereas Autodesk believes that other 3D Systems’ 3DS marks, and the

goods and services offered in connection therewith, are highly relevant, insofar as 3D Systems refuses

to limit this proceeding to only the mark and goods and services that are the subject of U.S. Reg. No.

4,125,612.
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The above definitions impact the vast majority of the interrogatories, including, but not limited to,

interrogatories 1-18 and 21-25. Accordingly, there remains a fundamental disagreement as to the

appropriate scope of your client’s responses to any interrogatories that involve these definitions and/or

to which you asserted Objections No. 8 and/or 9.

Interrogatory No. 1: You stated that 3D Systems’ response includes past product names. However,

there remains a dispute over the definition of the term “mark 3DS.”

Interrogatory Nos. 2 and 6: We agreed to reserve the right to revisit this issue, in the event that the

person identified is insufficient. There remains a dispute over the definition of the term “mark 3DS.”

Interrogatory No. 3: You agreed to supplement the requested information for each category of

product or service. However, there remains a dispute over the definition of the term “mark 3DS.”

Interrogatory No. 4: You stated that your client does not maintain sales figures (dollar volume and

units) for each category or product. However, there remains a dispute over the definition of the term

“mark 3DS.”

Interrogatory No. 5: You stated that the time periods identified in 3D Systems’ response to

Interrogatory No. 3 indicated continuous use. However, there remains a dispute over the definition of

the term “mark 3DS.”

Interrogatory No. 9: You agreed to identify and produce representative documents responsive to this

interrogatory, as well as provide a brief explanation for the basis of selecting such documents as

representative. However, there remains a dispute over the definition of the term “mark 3DS.”

Interrogatory No. 12: Although there remains a dispute over the definition of the term “mark 3DS,”

you agreed to supplement this response to be as complete as possible.

Interrogatory No. 14: In addition to the remaining dispute over the definition of the term “mark

3DS,” you refused to supplement a plainly inadequate response. In addition, you stated your view that

“plans” are not relevant to this dispute.

Interrogatory No. 15: In addition to the remaining dispute over the definition of the term “mark

3DS,” you refused to supplement to provide information pertaining to any marks that were considered

in the process of selecting the 3DS mark.

Interrogatory No. 17: In addition to the remaining dispute over the definition of the term “3DS

Product or Services,” you asserted that the issue of quality of the 3DS Products or Services is

irrelevant. You refused to supplement to provide a substantive response to this interrogatory.
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Interrogatory No. 22: You agreed to supplement to provide a substantive response identifying every

trademark search 3D Systems conducted relating to the mark 3DS. There remains a dispute over the

definition of the term “mark 3DS.”

Interrogatory No. 24: You agreed to that you would produce documents from enforcement actions,

to the extent there are any, outside of formal legal proceedings (for example, cease-and-desist letters).

There remains a dispute over the definition of the term “mark 3DS.”

Interrogatory No. 27: We clarified that “Petitioner or its use of the 3DS mark” means Autodesk and

any word, name, symbol or device or other designation of origin incorporating the letter string 3DS, or

its phonetic equivalent as well as any domain name incorporating the letter string 3DS. Despite this

clarification, you have refused to supplement your client’s response.

Requests for Production

Objection No. 8: You have objected to Autodesk’s definition of the terms “3DS,” “mark 3DS,” and

“3DS mark,” and have indicated that you will view these terms as referring only to the 3DS & Design

mark that is the subject of U.S. Reg. No. 4,125,612. You have agreed to limit your priority claims to

the 3DS & Design mark that is the subject of U.S. Reg. No. 4,125,612, but have otherwise not agreed

to limit your case to only this 3DS mark. Accordingly, we cannot agree to your narrow definitions of

these terms, as any other 3D Systems’ 3DS marks may be highly relevant to this dispute.

Objection No. 9: You have similarly objected to Autodesk’s definition of the term “3DS Product or

Service.” As with Objection No. 8, the parties are not able to agree on the appropriate scope of this

term, as you have stated your intention to limit it to only the 3DS & Design mark that is the subject of

U.S. Reg. No. 4,125,612, whereas Autodesk believes that other 3D Systems’ 3DS marks, and the

goods and services offered in connection therewith, are highly relevant, insofar as 3D Systems refuses

to limit this proceeding to only the mark and goods and services that are the subject of U.S. Reg. No.

4,125,612.

The above definitions impact the vast majority of the requests for production, including, but not

limited to, requests 2-22, 24-25, and 27-34. Accordingly, there remains a fundamental disagreement as

to the appropriate scope of your client’s responses to any requests for production that involve these

definitions and/or to which you asserted Objections No. 8 and/or 9.

Request for Production No. 1: You agreed to supplement 3D Systems’ response to this request by

producing documents with respect to 3DS MAX products only.

Request for Production Nos. 2-3, 5: You refused to expand your client’s response beyond the 3DS &

Design mark that is the subject of Reg. No. 4,125,612. Accordingly, there remains a dispute over the

definition of the terms “mark 3DS” and “3DS Product or Service.”
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Request for Production No. 9: In addition to the primary dispute over the definition of the term

“3DS Product or Service,” you have asserted that drafts, plans, projections, and proposals not

implemented are not relevant and have refused to produce such documents.

Request for Production No. 12: In addition to the primary dispute over the definition of the term

“mark 3DS,” you have asserted that drafts, plans, projections, and proposals not implemented are not

relevant and have refused to produce such documents.

Request for Production Nos. 13-14: You refused to expand 3D Systems’ response beyond the 3DS

& Design mark that is the subject of Reg. No. 4,125,612. Accordingly, there remains a dispute over

the definition of the term “mark 3DS.”

Request for Production No. 15: You agreed to produce a representative sample of each category of

catalog, sales outlet, Internet website or other electronic means, retail outlet, and wholesale outlet at

which the 3DS & Design products or services have been, or are intended to be, advertised, promoted,

distributed, sold, or offered for sale. There remains a dispute over the definition of the term “3DS

Product or Service.”

Request for Production No. 18: You agreed to produce license agreements, settlement and co-

existence agreements, and a representative sample of distribution contracts. There remains a dispute

over the definition of the term “mark 3DS.”

Request for Production No. 22: You refused to produce documents pertaining to marks considered

as possible alternatives to the mark 3DS. In addition, there remains a dispute over the definition of the

term “mark 3DS.”

Request for Production No. 23: You agreed to produce documents relating to use of the 3DS Max

mark by Autodesk.

Request for Production No. 24: You have agreed to produce responsive documents discussing

trademarks. However, there remains a dispute over the definition of the term “mark 3DS.”

Request for Production No. 25: In addition to the dispute over the definition of the term “mark

3DS,” you refused to produce any documents responsive to this request on the basis of work-product

privilege, although you did not assert this objection in your client’s response.

Request for Production No. 27: You agreed to produce emails and other communications with the

United States Patent & Trademark Office, as well as otherwise non-privileged communications.

However, there remains a dispute over the definition of the term “mark 3DS.”

Request for Production No. 28: You agreed to review and consider documents on a case-by-case

basis. There remains a dispute over the definition of the term “mark 3DS.”
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Request for Production No. 29: You agreed to produce trademark search reports. There remains a

dispute over the definition of the term “mark 3DS.”

Request for Production No. 30: You agreed to produce documents regarding any “informal

outreach.” There remains a dispute over the definition of the term “mark 3DS.”

Request for Production No. 31: You asserted that it is premature to formulate a final response to

this request, and will revert with a final answer once you have completed review of 3D Systems’

documents. In addition, there remains a dispute over the definition of the term “3DS Product or

Service.”

Request for Production No. 32: You confirmed that 3D Systems will produce documents relating to

potential confusion, not merely actual confusion. There remains a dispute over the definition of the

term “3DS Product or Service.”

Request for Production Nos. 38-48: We clarified that these requests seek only documents not

otherwise responsive to other discovery demands. You indicated a conceptual objection to contention

document demands.

You made 507 documents available to us on June 11, 2014. As discussed separately, we have

had some technical difficulties downloading the documents. We will be in contact with you if we are

not able to resolve this issue.

Please let us know when we can expect your amended and supplemented responses in

accordance with the above understanding.

Sincerely

WILSON SONSINI GOODRICH & ROSATI

Professional Corporation

Stephanie S. Brannen

cc: Sarah Hsia, Esq.
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA533883

Filing date: 04/23/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92056509

Party Defendant
3D Systems, Inc.

Correspondence
Address

JASON M SNEED
SNEED PLLC
610 JETTON ST STE 120-107
DAVIDSON, NC 28036 9318
UNITED STATES
JSneed@SneedLegal.com, Litigation@SneedLegal.com

Submission Answer

Filer's Name Jason M. Sneed

Filer's e-mail jsneed@sneedlegal.com, clandrum@sneedlegal.com, sarahhsia@gmail.com

Signature /Jason M. Sneed/

Date 04/23/2013

Attachments 92056509_answer.pdf ( 6 pages )(89283 bytes )
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